IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



^In re the Application of: 
Michael J. Heller et al. 
Serial No.: 09/128,718 
Filed: August 3, 1998 

For: Methods and Apparatus for Electronic 
Synthesis of Molecular Structures (as 
amended herein) 



Group Art Unit: 1631 
Examiner: Marschel 
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TERMINAL DISCLAIMER 



10/0S/200i HyOLDERl 000000E9 ia24?5 09188718 
02 FC:248 55.00 CH 

Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

I, David B. Murphy, represent that I am an attorney of record for the above-identified 
appUcation. NANOGEN, INC. (hereinafter referred to as ^^ANOGEN") is the owner of 100% 
interest in the above-identified invention by virtue of assignment from the inventor in the parent 
apphcation, U.S. AppUcation Serial No. 08/146,504, filed November 1, 1993, now U.S. Patent No. 
5,605,662. The assignment from the inventors to NANOGEN was recorded in the Patent and 
Trademark Office on February 23, 1994, on Reel 6898, Frame 421-424. 

NANOGEN hereby disclaims the terminal part of any patent granted on the above-identified 
appUcation which would extend beyond the expiration date of U.S. Patent No. 5,929,208. Moreover, 
NANOGEN hereby agrees that any patent so granted on the above-identified application shall be 
enforceable only for and during such period that the legal title to said patent shall be the same as the 
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I hereby certify that this paper (along with any referred to as being attached or enclosed) is being deposited with the United Sutes Postal Service on the date shown below with sufficient 
postage as First Class Mail in an envelofK addressed to the Conuniss toner for Patents, Washington, D.C. 2023 1 . 
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legal title to U.S. Patent No. 5,929,208, this agreement to run with any patent granted on the above- 
identified appHcation and to be binding upon NANOGEN, its successor, or assigns. 

NANOGEN does not disclaim any terminal part of any patent granted on the above- 
identified application prior to the expiration date of the full statutory term of U.S. Patent No. 
5,929,208 in the event that it later expires for failure to pay a maintenance fee, is held imenforceable, 
is found invahd, is statutorily disclaimed in whole or terminally disclaimed under 37 C.F.R. 
§1.3 12(a), has all claims canceled by a reexamination certificate, or is otherwise terminated prior to 
expiration of its statutory term as presently shortened by any terminal disclaimer, except for the 
separation of legal title stated above. 

Enclosed is our check in payment for the requisite fee of $1 10.00. If any additional fees are 
necessitated by the filing of this document, please charge Deposit Account No. 12-2475. 



Respectfully submitted, 



LYON & LYON LLP 



Dated: September 24, 2001 




David B. Murphy 
Reg. No. 31,125 



DBM/dnd 

633 West Fifth Street, Suite 4700 
Los Angeles, California 90071-2066 
(949) 567-2300 or (213) 489-1600 



2 



SUBJEC T; pgCISION ON TERMINAL DISCLAIMER ^ tNFORjMAI popm 

«^ _ 

02. APPL.S.N.:0<f / \Z^r^\9^ 

TO EXAMINER; Ma^^Kg,\ ART UNIT: \So3 i ~ 

- - - ROOM - MAILROOM DATE ^ \ Z^Ul , 

AFTER FINAL YES NO NUMBER OF T.D(S). FILED A 

INSTRUCTION?; I have reviewed the submitted T.D. wtth Ihe results as set forth below. If you agree please use the 
approplate form paragraphs WenOfied by this Informal memo In your r>exl office acOon to notlty applicant about the T 0 If you 
disagree with my analysis or have questions at all about the accepUbllity of the T.D.. please see me or our Soedal Proaram 
Examiner. THIS MEMO IS AN INFORMAL. INTERNAL MEMO ONLY. IT MUST NOT BE MAILED TO APPLICANT NOR 
SHOULD A COPY BE IN LEFT IN FILE. «rrLiuMiM i , nuk 

f^The T.D. Is PROPER and has been recorded. (See 14.23). 

( I The T.D. Is NOT PROPER and has not been accepted for the reason(s) checked below. (See 14^4). 

to 1 ^^^^(sJumW *^ *^ " '"^ ^"thcrizaOon In the application file to charge 

{ J ApplicaUon Examiner has not processed T.D. fee. (See fee authorization). 

I I JTie T.D. does not safisiy Rule 321(b)(3) In that the person who has signed the T.D. has not stated hls^er Interest 
U2eoT of the business entity represented by the signature) In the application/patent. (See 14.26 and 

Ru\e?2^(^M?^1!Il^14S?).°"'^ ^ "^'^^"^ "^"^ '° '^^'^^ ^ '^'""""s 

( J It Is directed to a particular claims(s). which Is not acceptable since the disclaimer must be of a terminal portion of the 
temi of the entire patent to be granted". MPEP 14S0. (See 14.26. 14.26.02). 

( J The person who signed the terminal disclaimer 

( J has failed to state his/her capacity to sign for the business entity. (See 14.28). 

( J Is not recognized as an officer of the assignee, (See 14.29 and possibly 14.29.01). 

( J No documentary evidence of a chain of tKie from the original inventor(s) to assignee has been submitted nor Is the reel' 
and frame specified as to where such evidence is recorded in the office. 37 CFR 3.73(b). fSee 1140 O G 72) NnTF- Thi^ 
SSlTse^S)!" "^"^"^ "^""^ '"'^ '"""^ In the T.O. i in a separate paper slib^edT v. 

I J No Jsfatemenr specifying that the evidentiary documents have been reviewed and that, to the best of the asslonee's 
knowledge and belief the title Is In the assignee seeking to take action. 37 CFR 3.73(b). (S^e 1140 O^^Z^KsS 14^1). 

( J The T.D. is not signed. (See 14.26. 14.26.3). or 14.26.03 if TO is not Signed by all the owners. 

( J Attorney not of record In oath/decl, or a seperate paper filed appointing a new or associate attorney. (See 14.29.01). 

LL?gTllI^!l-"eS'^See JIS"*^"*^ °' '^''"'^ ""^ '^'^"""g Is 

I lnS^.tsL"74le!^^^^^^^^^ """""^ ^ '-•"9 '"-•^""ed is missing 

( I The period disclaimed Is Incorrect or not specified. (See 14.27. 14.27.2 or.14.27.3)(For Samples 14.27.04 and 14.27.05) 
( ] Other 



( J Suggestion to request refund of $ .(See 14.36.14.3$). 

li yJ^"^^^^^^^^^ "^""'"'^^ ^' ■ OF THF AROVF fNFOPMn, T,FS 

FOR SAMPLE TERMfNAL DISCLAIMERS AND CERTIFIOATFfi- 

I J ^ampfe or a TDom a pending application and assignee eemricate(^^ 
Sample of a TO over a prior patent and assignee Certlfjcate (See 1 4 38) 
( 1 Sample Assignee CertiHcate under 37 CFR 3.73 (b) (See 1 4 39) 



